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Patent owner requested documents relating to a marketing video, U.S. and worldwide sales of

a petitioner’s purportedly infringing systems, and �rst release dates of those systems. Patent

owner also requested technical documents that had been largely produced by other

petitioners, real parties-in-interest, and third parties in a co-pending district court litigation.

In support of the �rst Garmin factor, patent owner argued that it had viewed public

documents that indicated petitioners’ use of its systems in an infringing manner, and that

petitioners had experienced commercial success as a result of selling the systems.

Furthermore, patent owner argued that the requested documents would con�rm the extent

of commercial success attributable to patent owner’s invention. Patent owner also argued

that its counsel had �rsthand knowledge that the evidence was highly relevant to commercial

success and to copying of the claimed invention, and that this knowledge was based on

review of the requested documents in a co-pending district court litigation.

Petitioners responded by arguing that patent owner did not show how the requested

documents showed infringement, commercial success, or a nexus between the claims and

commercial success. Instead, petitioners argued that the products in question were not

infringing, that the alleged commercial success related to a feature that was within the scope

of claims previously invalidated by the PTAB and found in the prior art, and that patent owner

failed to show how dates of �rst release would help establish commercial success. As for the

technical documents subject to the discovery requests, petitioners stated that a mere review

by patent owner’s counsel, a general description of the documents, and a statement that the
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documents were relevant was insu�cient, particularly because the description indicated that

some of the documents were technical in nature and thus not helpful in assessing commercial

success.

For the second Garmin factor, patent owner argued that the documents had already been

produced in co-pending district court litigation, and those that had not related to secondary

considerations of nonobviousness, not the parties’ litigation positions or the basis for any

litigation position.

Regarding the third Garmin factor, patent owner emphasized that it could not independently

obtain the information because it related to information internal to petitioners. In response

to the request for the technical documents, petitioners noted that patent owner could have

obtained the requested information without discovery by asking the district court for

permission to use the documents or using procedures in the court’s protective order to use

the requested documents in the current proceedings.

For the fourth factor, patent owner argued that its requests identi�ed document types in

su�cient detail to explain the scope of discovery. Patent owner added that, for certain

documents, it had provided speci�c Bates numbers as well. For their part, petitioners argued

that the requests were unclear because certain terms were vague in what they required.

Finally, patent owner argued that it met the �fth factor because its requests included only

information that petitioners necessarily possessed and that was necessary to support patent

owner’s commercial success arguments, and that patent owner would work to keep all

con�dential information protected. Petitioners responded that the requests were unduly

burdensome because patent owner agreed that the products did not themselves infringe,

petitioners did not have the requested documents, and that in any event, the requested

documents would be voluminous.

The PTAB concluded that patent owner had not met its burden of showing that the

additional discovery was in the interests of justice, focusing primarily on the �rst, third and

�fth Garmin factors. The video touting the bene�ts of one of petitioners’ products did not

provide any technical details that could be compared to the challenged claims nor suggested

a nexus between the challenged claims and the systems discussed in the video. In the same

vein, sales �gures for some of petitioners’ systems or dates of �rst release did not support a

showing of required nexus or that petitioner copied the claimed invention. Regarding

technical documents, the PTAB agreed that patent owner’s own description of the
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documents indicated that they related to technical information, and so would not be likely to

support a showing of nexus, commercial success, or copying. It was also unconvinced that

patent owner could not generate equivalent information by other means, and emphasized

that the number of documents it was requesting was overly burdensome in light of the

expedited nature of the proceedings. Therefore, the motion was denied.

Practice Tip: To establish “beyond speculation” that useful objective indicia evidence will be

uncovered from discovery, the moving party should demonstrate with speci�city how the

requested documents and information are relevant to the ultimate question of

nonobviousness. Mere assertions that the documents are relevant or short descriptions of

the contents will not meet this threshold, particularly where the requested documents do

not clearly align with the elements supporting nonobviousness (e.g., technical documents

that would not at �rst glance establish commercial success).

Case: Atlas Copco Tools and Assembly Systems LLC v. Wildcat Licensing WI LLC; IPR2020-

00891/IPR2020-00892, Paper 37 (PTAB Mar. 18, 2021)
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