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In a recent order addressing four IPR proceedings, the PTAB exercised its inherent authority
under 37 C.FR. § 42.5(a) to sua sponte authorize post-hearing discovery on a potentially
dispositive privity issue. The order followed a Director review decision that vacated and
remanded earlier IPRs involving the same parties, patent family, and privity issue.

The privity dispute centered on whether the petitioner was in privity with a non-party that
had been served with a district court complaint more than one year before the first-wave IPR
petitions were filed. In the first-wave proceedings, the patent owner argued pre-institution
that the petitions were time-barred under 35 U.S.C. § 315(b) due to the earlier litigation. The

board denied the patent owner’s request for discovery on that issue.

On Director review of the first-wave decisions, however, the USPTO Director found that the
board had abused its discretion in denying discovery, observing that the board either should
have allowed narrower discovery on the issue or made it clear that the patent owner could
amend or resubmit its overbroad discovery motions. The Director vacated those final written
decisions and remanded with explicit instructions to allow discovery on the privity issue.

In the instant IPR proceedings, involving the same parties and other patents in the same
priority chain, the patent owner had also sought discovery on the same privity issue during
the pre-institution phase. The board at that time denied that request without prejudice.
Following the Director review in the first-wave cases, the board held a teleconference with
the parties to discuss the implications of the first-wave cases on the instant cases. During that

call and at the consolidated final hearing, the patent owner stated that it did not wish to
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pursue additional discovery in the instant cases and instead argued that judgment should be
entered in its favor based on the existing record.

Despite the patent owner’s position, the board invoked its authority to sua sponte order
additional discovery. The board reasoned that doing so would promote fairness and
efficiency, align with the Director’s guidance in the first-wave cases, and ensure a full record
on the privity issue. The board emphasized that resolving the privity dispute on an

incomplete record could lead to error or delay of final resolution of the proceedings.

Accordingly, the board ordered post-hearing discovery on the alleged privity relationship
between the petitioner and the time-barred non-party. The board also ordered post-hearing

briefing on privity and an optional hearing to assist the panel in resolving the issue.
Practice Tip:

The board can use its inherent power to order discovery on critical threshold issues—such as
time-bar challenges based on privity—to ensure that the case is resolved on a complete and
fair record. In the context of case-dispositive issues, a party in the position to seek discovery
into such issues should consider the likelihood of the board ordering discovery sua sponte

and the potential implications related to the scope of such discovery.

Semiconductor Components Industries, LLC v. Greenthread, LLC, No. IPR2024-00263, Paper 61
(PT.A.B. June 27, 2025)

Categories

IPRs Inter Partes Review Patent Litigation

© 2025 Akin Gump Strauss Hauer & Feld LLP. All rights reserved. Attorney advertising. This document is
distributed for informational use only; it does not constitute legal advice and should not be used as such.

Prior results do not guarantee a similar outcome. Akin is the practicing name of Akin Gump LLP, a New

AKin >


https://www.akingump.com/en/insights/blogs/ip-newsflash?bc=1012660
https://www.akingump.com/en/insights/blogs/ip-newsflash?bc=1012687
https://www.akingump.com/en/insights/blogs/ip-newsflash?bc=1012691

York limited liability partnership authorized and regulated by the Solicitors Regulation Authority under
number 267321. A list of the partners is available for inspection at Eighth Floor, Ten Bishops Square,
London E1 6EG. For more information about Akin Gump LLP, Akin Gump Strauss Hauer & Feld LLP and

other associated entities under which the Akin Gump network operates worldwide, please see our Legal

Notices page.

AKin



