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On April 7, 2017, Incyte Corporation (“Incyte”) �led a petition requesting an inter partes review

of U.S. Patent No. 9,249,149 (the “’149 Patent”). The ’149 Patent is generally directed to

modi�cations of ruxolitinib, an FDA-approved drug for treating patients with intermediate-or

high-risk myelo�brosis. The claimed modi�cations improve the drug’s metabolic properties by

swapping one or more hydrogen atoms with deuterium. On October 19, 2017, the Board

denied the petition on all three grounds, �nding among other things that the prior art did not

disclose the claimed compounds su�ciently narrowly. Instead, the references disclosed large

genera of potential compounds, without focusing on the ones in the claims.

Shortly thereafter, Incyte requested rehearing on two of the three obviousness grounds. In its

request for rehearing, Incyte argued that the Board applied an overly restrictive view of the

legal standard for �nding “structural obviousness” with respect to the claimed compounds.

Speci�cally, Incyte argued that the Board committed legal error by requiring Incyte to show

that a person of ordinary skill would have chosen ruxolitinib as the lead compound over any

other compound with clinical e�cacy. The relevant inquiry, Incyte argued, is “whether

[ruxolitinib] would have been selected as ‘promising’ to modify, not that it would have been

superior to all compounds in the universe with FDA approved clinical e�cacy.” Incyte also

argued that the Board applied an improper standard for motivation to modify ruxolitinub

which required Incyte to show there was a need to improve the compound. In support of its

argument, Incyte cited to Federal Circuit precedent explaining that a motivation to modify

can arise from an expectation to obtain “similar properties.” The Board was persuaded by

Incyte’s arguments, granted rehearing, and instituted on the �rst of the two grounds under

1

https://www.akingump.com/en/lawyers-advisors/matthew-g-hartman
https://www.akingump.com/en/lawyers-advisors/ruben-h-munoz


Categories

Patent Trial & Appeal Board Obviousness Inter Partes Review

© 2025 Akin Gump Strauss Hauer & Feld LLP. All rights reserved. Attorney advertising. This document is

distributed for informational use only; it does not constitute legal advice and should not be used as such.

Prior results do not guarantee a similar outcome. Akin is the practicing name of Akin Gump LLP, a New

York limited liability partnership authorized and regulated by the Solicitors Regulation Authority under

number 267321. A list of the partners is available for inspection at Eighth Floor, Ten Bishops Square,

London E1 6EG. For more information about Akin Gump LLP, Akin Gump Strauss Hauer & Feld LLP and

other associated entities under which the Akin Gump network operates worldwide, please see our Legal

Notices page.

review. The Board denied institution on the second ground, �nding that one of the references

did not qualify as a printed publication.

Incyte Corp. v. Concert Pharmaceuticals, Inc., 2017IPR-01256 (PTAB Apr. 9, 2018).
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